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The Trade-Mark Reporter 


The Current Law of Trade-Marks and Unfair 
Competition in the United States 





This publication, issued monthly, contains all current decisions 
of the law of trade-marks, trade-names and unfair competition in 
the courts of the United States, and of the several States and in 
the United States Patent Office. The text of opinions, other than 
Patent Office decisions, is given in full so far as they relate to 
trade-marks, or allied subjects, with references to the official or 
other reports, if any, in which the cases are to be found, and with 
annotations and cross references, designed to illustrate the develop- 
ment and assist in the study of this branch of the law. 

It likewise contains the text of all legislative enactments of the 
several state legislatures, and of the federal congress, relating to 
the subject. 

Thus the publication embraces the entire body of current law 
in this important field within the United States, as announced by 
courts and legislative bodies from year to year. It includes also 
all treaties and conventions relating to trade-marks to which the 
United States is a party. Each annual volume is completed with 
an index, digest and table of cases, that makes its contents readily 
accessible for reference. ‘To these has been added a cumulative 
table of citations covering all the cases reported in the publication 
from the beginning. ‘This feature adds immeasurably to the useful- 
ness of the publication and to the availability of the material con- 
tained in it. 

It is intended primarily for the use of lawyers and is edited 
with a view to their needs and requirements. The subscription 
price is SIX DOLLARS per year in the United States and Mexico; 
for other countries, add FIFTY CENTS. 

A limited number of volumes for previous years can be fur- 
nished at the following prices: 
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PRICHARD & CONSTANCE V. AIME CO. 


Pricuarp & Constance, Inc. v. Aime Company, INc. 


United States District Court, Eastern District of New York 
December 7, 1933 


Trave-MarKks—INFRINGEMENT—“AMAMI” AND “AIME”—NON-CONFLICTING 
Marks, 


The word “Aime,” held not to be confusingly similar to the word 
“Amami,” both marks being used on toilet preparations. 
Trape-Marxs—“‘Aime” on Tottet PreparaTions—Derense—UseE or SIMI- 
LAR Names BY OTHERS. 


Although many names similar to plaintiff's trade-mark and used 
on similar goods were cited by defendant, held that none could be 
considered except those that had been registered prior to the regis- 
tration of plaintiff's mark. 


In equity. Suit for trade-mark infringement. Decree for 
defendant. 


Chapman, Snider, Duke & Radebaugh, of New York City 
(Edward G. Fenwick, of Washington, D. C., of counsel), 
for plaintiff. 

Shapiro, Kolbrener & Schlissel, of Far Rockaway, L. I., N. Y. 
(J. Irwin Shapiro, of New York City, of counsel), for 
defendant. 


CampseELL, D. J.: This is a suit for injunctive relief and dam- 
ages brought by Prichard & Constance, Inc., a New York corpora- 
tion, against Aime Company, Inc., a New York corporation, for the 
alleged infringement of trade-mark. 

This action being brought under the Trade-Mark Laws of the 
United States (15 U. S. C. A. § 81 et seq.), this court has juris- 
diction. 

Plaintiff is the owner of federal registration No. 92,123, dated 
June 17, 1913, for the word “Amami,” and No. 143,140, dated 
May 24, 1921, for the same word. 

Early in 1910, Prichard & Constance, Limited, of London, 
England, was operating in New York and its vicinity, being repre- 
sented by one Arthur J. Morrison as its agent. 

The said Arthur J. Morrison, while still the agent, incorporated 
as Arthur J. Morrison Company, Incorporated, and under date of 
June 11, 1912, entered into an agreement with Prichard & Con- 
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stance, Limited, taking over the entire right, title, and interest in 
its business, including the good-will in the United States. 

The trade-mark used by Prichard & Constance in 1910 and 
at the time of the transfer of the business to the Arthur J. Mor- 
rison Company, Incorporated, was the word “Amami,” which was 
used generally in connection with cosmetics and toilet preparations. 

The name of Arthur J. Morrison Company, Incorporated, was 
changed to Prichard & Constance, Inc., the present plaintiff. 

The word “Amami” has been extensively used by the said cor- 
poration, and the use of the word “Amami” and the business has 
continued to grow, and the products bearing the name “Amami’’ 
have been during the last twenty years sold in every state in the 
Union, and are sold in approximately two-thirds of the sixty thou- 
sand drug outlets in the United States, and are handled by depart- 
ment stores, beauty parlors, and cosmetic shops. 

During the past ten years more than $250,000 has been ex- 
pended by plaintiff in advertising by window and counter displays, 
newspaper and magazine advertisements, radio, calendars and other 
forms. 

During the past ten years plaintiff’s sales have exceeded over 
$2,500,000. 

Defendant Aime Company, Inc., was incorporated under the 
laws of the State of New York, on August 1, 1930, and Murray 
L. Keller is the president. 

For some years prior thereto the said Murray L. Keller, with 
others, under firm name, was engaged in the same line of business, 
and even prior to 1925 knew of the plaintiff's use of the name 
“Amami” for its products, but had not purchased such products. 

Plaintiff first acquired knowledge of the use by the defendant 
of the word “Aime” as a trade-mark in December, 1932, and after 
inquiry located defendant as the user of that name. 

On February 7, 1933, plaintiff notified defendant to cease and 
desist from the use of the alleged infringing trade-mark ‘“‘Aime,” 
and followed that demand by letters of March 7, 1933, and April 
7, 19383, and on May 29, 1933, this suit was instituted by the filing 
of the bill of complaint. 
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Unfair competition is not alleged herein, and, if it was, it could 
not be sustained, as the colors, arrangement of type, and every- 
thing except the size of package, where the weight is the same as 
of defendant’s packages, is as dissimilar as possible from plain- 
tiff’s packages, and no ordinary person could possibly be deceived 
thereby into believing that he or she was purchasing plaintiff's 
product when he or she purchased defendant’s product. 

It is true that defendant did not put its corporate name and 
address on the packages in the beginning, as would ordinarily be 
expected, but it did on its labels use a large mark, arrowlike in 
form, a method of marking never employed by plaintiff. 

We are therefore called upon to determine as to the word 
“Aime,” used by defendant, with reference to the word “Amami,” 
used by plaintiff, (1) whether there is similarity of sound; (2) 
whether there is similarity of appearance; (3) whether there is 
similarity of significance. 

This determination is to be made with reference to the impres- 
sion made on the ordinary purchaser by recollection, not by a com- 
parison of the two words, placed side by side. 

It is true that the plaintiff is conducting an old and established 
business, and entitled to the protection of its trade-mark, but it 
is not entitled to claim protection for that mark against a name 
which does not infringe, even if used by a corporation later entering 
the field as successor of an unincorporated business using that name. 

The evidence offered does not convince me that ordinary pur- 
chasers have been deceived. Haller Baking Co. v. Ward Baking 
Co. (D. C.) 293 F. 800, 804, affirmed (C. C. A.) 295 F. 681. 

To me the words do not have a similarity of sound, nor do I 
believe they would have to the ordinary purchaser, unless any 
word commencing with the letter “A” and containing the letter 
“M” would be an infringement of plaintiff's trade-mark, which I 
cannot find. 

Plaintiff has by its actions shown what it believed as to the lack 
of similarity of the words “Amami” and “Aimee” when it registered 
its trade-mark; the trade-mark “Aimee” being then registered. 

Actions speak louder than words. 
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Prior to plaintiff's registration, Richard Hudnut had registered 
as his trade-mark the word “Aimee,” for which I am certain any 
ordinary purchaser would mistake the word “Aime” used by de- 
fendant, and there is no evidence of the abandonment of the use 
of the trade-mark “Aimee’’; on the contrary, the evidence shows 
that it is used on products marketed by Hudnut. 

I know nothing of the relations, if any, between Hudnut and 
the plaintiff, or Hudnut and the defendant, but I must and do 
assume that plaintiff’s officers did not consider its name “Amami”’ 
so similar to the Hudnut trade-mark as to infringe; in fact, the 
plaintiff spent time and money in showing such dissimilarity, edu- 
cating the public as to its proper pronunciation by printing Ah- 
mah-me over the word “Amami.” 

To just as great an extent as the word “Amami” differed from 
the word “Aimee” does the word “Aime” differ from the word 
“Amami.” 

The words “Amami” and “Aime” are dissimilar in appearance, 
and they differ in number of letters and syllables. 

Plaintiff's trade-mark “‘Amami” is derived from the Italian 
language meaning “love me,’ and defendant’s from the French 
language meaning “loved.” 

To hold that the ordinary purchaser has a sufficient knowledge 
of both the Italian and French languages to see that there is any 
similarity in significance seems to me to impute to such purchasers 
as a class a knowledge of languages possessed by but few of them. 

Defendant offered evidence of the use of many names by others, 
but they have not been considered, as it was not shown that any 
of those names were in use prior to the registration of the plain- 
tiff’s trade-mark, and the evidence as to the use of all such names 
except the name “Aimee,” by Hudnut, is stricken out, with an 
exception to defendant, if desired. 

If the word “Amami” is imitated by the use of the word “Aime,” 
then it would seem to me that the word “Amami” was an imitation 
of the word “Aimee,” and that, if plaintiff’s trade-mark was an 
imitation of Hudnut’s, an earlier registered one, plaintiff cannot 
restrain the defendant from using it. Ubeda v. Zialcita, 226 U. S. 
452, 83 S. Ct. 165, 57 L. Ed. 296. 
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A decree may be entered in favor of the defendant against the 
plaintiff, dismissing the bill of complaint with costs. Settle decree 
upon notice. 

Submit findings of fact and conclusions of law in accordance 
with this opinion, for the assistance of the court, as provided by 
Equity Rule 7014 (28 U. S. C. A. § 723) and Rule 11 of the Rules 
in Equity of this court. 


Po.tackorr v. SUNKIN 
(169 A. R. 724) 


Court of Errors and Appeals of New Jersey 
January 5, 1934 


Trape-Marxs anp Unram Competrrion—“New Jersey Marr Propvucrs 
Co.” ann “New Jersey Marr Suppry’—Conruictinc Trape- 
NAMES. 

Where defendant’s use of the words “New Jersey Malt Supply” 
antedated complainant’s use of the name “New Jersey Malt Products 
Co.,” both names being used to distinguish competing retail stores, 
held that complainant should be enjoined from using his trade-name 
in connection with his Newark and Hoboken stores. 

Unram Competrrion—Derense—NoOn-vsER. 

The fact that defendant did not display his trade-name on the 
exterior of this store until August, 1931, or use it in newspaper or 
telephone book advertising, held immaterial as a defense to show that 
he is not now entitled to its use. 

Trape-Marxs anp TrapE-NamMEs—WHuHEN PROTECTED. 

When a trade-name has acquired significance in the mind of the 
public, who understand it as a designation or symbol applying to one’s 
business, equity will enjoin the subsequent use by another of a name 
so similar as to confuse and mislead the public to the first user’s injury. 


In equity. Action for unfair competition in the use of a trade- 
name, and counterclaim by defendant. Decree for defendant and 
complainant appeals. Affirmed. 


Edward R. McGlynn, of Newark, N. J., for appellant. 
Alexander T. Schenck, of Newark, N. J., for respondent. 


On appeal from a decree of the court of chancery, advised by 
Vice-Chancellor Fielder, who filed the following opinion: 

“The complainant, a dealer in malt, hops, and malt products, 
has two places of business, one at 17 Bloomfield Avenue, Newark, 
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and the other at 100 Hudson Street, Hoboken, at both of which 
he uses the trade-name ‘New Jersey Malt Products Co.’ He claims 
to be the sole owner of two labels or brands, one called ‘Lion’ and 
the other ‘Canadian Club,’ which he uses on merchandise sold at 
his stores. The defendant is engaged in the same line of business 
at 3 Webster Street, Newark, which is nearly opposite the com- 
plainant’s Newark store. He trades under the name of ‘New Jer- 
sey Malt Supply’ and, on some of the merchandise he sells, he 
uses ‘Lion’ and ‘Canadian Club’ labels similar in color and design 
to those used by complainant. The complainant claims priority in 
the use of his trade-name and he alleges that the trade-name used 
by defendant is so similar as to lead to confusion in the minds of 
those who wish to deal with complainant and results in loss of 
trade and damage to complainant. He seeks to have defendant 
restrained from using said labels and the trade-name ‘New Jersey 
Malt Supply.’ The defendant claims an equal right with com- 
plainant to the use of the labels or brands in question and priority 
over the complainant in the use of his trade-name and by counter- 
claim he prays restraint against complainant from using the trade- 
name ‘New Jersey Malt Products Co.’ 

“On July 22, 1921, the complainant and one Lewis were part- 
ners in business in Newark, for the salt of malt, hops and malt 
products under the trade-name ‘Newark Malt Products Co.’ They 
operated two stores, one at 791% Bloomfield Avenue and the other 
on Orange Street, near Norfolk Street, and they used the ‘Lion’ 
and ‘Canadian Club’ labels on the goods they sold. Their business 
did not pay and ran but a few months, when the partnership was 
dissolved. The complainant claims he bought out Lewis’ interest, 
but I do not believe that to be a fact, because there was no bill of 
sale, or any written evidence of such payment and also because 
Lewis, who was a witness for complainant, testified that the part- 
nership just ‘broke up’ and that the assets were divided between 
the partners, the complainant taking one-half of the goods, bearing 
said labels, and Lewis the other half thereof, and that they divided 
between them such of said labels as were not pasted on cans. I 
believe that on the dissolution of said partnership the former part- 
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ners had equal ownership in said labels and in their use. The 
evidence shows that they exercised such equal ownership imme- 
diately, without molestation one by the other. Upon dissolution 
of the partnership the Bloomfield Avenue store was discontinued 
and the complainant continued at the Orange Street store, using 
the two labels in connection with goods sold there, for six months, 
when he sold that store and opened another at 100 Hudson Street, 
Hoboken, which he still maintains and where he uses said labels. 
A day or two after partnership between complainant and Lewis 
was dissolved, Lewis opened a store at 3 Webster Street, Newark 
(which is the store now operated by defendant) under the old name 
‘Newark Malt Products Co.’ and there sold the same line of goods, 
using thereon the two labels mentioned, until July 1, 1922, when 
he sold the business, including labels, caps, malt and other sup- 
plies on hand to one Di Filippis, who thereupon changed the trade- 
name to ‘New Jersey Malt Supply’ and continued the business at 
the Webster Street store about seven years, all the time using the 
new trade-name and ‘Lion’ and ‘Canadian Club’ labels on the goods 
sold by him, and, according to complainant’s witness Thompson, 
complainant knew in 1928 that Di Filippis was making use of the 
labels. Di Filippis resold the business and stock on hand some 
time in 1928 to Lewis, who, with a man named Wilson, operated 
the same business at the Webster Street store, retaining the name 
‘New Jersey Malt Supply,’ and using said labels on the goods they 
sold, until December 10, 1928, when the defendant bought the 
business and stock in trade from Lewis and Wilson by bill of sale 
which, in terms, includes the good-will of the business. From that 
time, the defendant, to complainant’s knowledge, used the ‘Lion’ 
and ‘Canadian Club’ labels on the goods he sold and he used the 
name ‘New Jersey Malt Supply’ on goods, labels (see Schedule 
C annexed to the bill of complaint), and handbills and was billed 
under that name by wholesalers with whom he dealt. Thus Lewis 
and all those who followed him (including defendant) in the occu- 
pancy of the Webster Street store used said brands and labels for 
ten years without hindrance from complainant. I think com- 
plainant and defendant now have equal rights in such labels and 
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that complainant’s prayer to restrain defendant in such use must 
be denied. 

“Lewis used the trade-name ‘Newark Malt Products Co.’ in 
connection with the business he conducted after the dissolution of 
his partnership with complainant and until he sold the business to 
Di Filippis. What trade-name the complainant used at the Orange 
Street store after the dissolution of the partnership does not appear, 
but when he ceased to operate a store in Newark early in the year 
1922 and opened a store in Hoboken, he there used the trade-name 
‘New Jersey Malt & Hops Co.’ and he used that same trade-name 
in connection with a store he operated for a short time in 1928-29 
on Springfield Avenue, Newark. He says he found such trade- 
name too long and decided to change it to ‘New Jersey Malt Prod- 
ucts Co.’ He first indicated an intention to change that name in 
May, 1929, while running only the Hoboken store, by filing a 
certificate of such trade-name in the Hudson County clerk’s office, 
but nevertheless it appears by a bill for supplies sold by him at 
his Hoboken store under date of August 1, 1929, that he was still 
using the name ‘New Jersey Malt & Hops Co.’ He turned his 
Springfield Avenue store over to his son in 1929 (probably about 
November 15) and opened this present store at 17 Bloomfield 
Avenue, Newark, November 15, 1929, and proceeded to do busi- 
ness there as ‘New Jersey Malt Products Co.’ From the time 
Di Filippis took over the Webster Street store in July, 1922, then 
adopting the trade-name ‘New Jersey Malt Supply,’ Di Filippis 
and those who succeeded him at said store, including defendant, 
did business under the last-named trade-name for nearly eight 
years before complainant first evidenced his intention to use the 
trade-name ‘New Jersey Malt Products Co.’ In fact, defendant 
was using the ‘New Jersey Malt Supply’ name from December 10, 
1928, which was six months before the complainant filed his trade- 
name with the Hudson County clerk and nearly a year before 
complainant opened his present Newark store. The complainant 
urges that because the defendant did not display his trade-name 
on the exterior of this store until August, 1931, or use it in news- 
paper or telephone book advertising, he is not now entitled to the 
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use of such name. I consider such objection immaterial because 
the proofs show that from the time defendant first occupied his 
store, he used his trade-name continuously, on his merchandise, 
labels and handbills and that his supplymen dealt with him under 
that trade-name. The evidence satisfies me that defendant’s use 
of his trade-name was prior to complainant’s use of his trade- 
name and I am also satisfied that the names are so similar 
as to cause confusion in the mind of the public and with sup- 
ply houses with whom defendant must deal. In fact the com- 
plainant testified that the similarity in names had led to confusion 
and he cited instances. When a trade-name has acquired signifi- 
cance in the mind of the public who understand it as a designation 
or symbol applying to one’s business, equity will relieve against the 
subsequent use by another of a name so similar as to confuse and 
mislead the public, to the first user’s injury. Van Horn v. Coogan, 
52 N. J. Eq. 380, 28 A. 788, affirmed 52 N. J. Eq. 588, 33 A. 50; 
International Silver Co. v. Wm. H. Rogers’ Corp., 66 N. J. Eq. 
119, 57 A. 1037, 2 Ann. Cas. 407, affirmed 67 N. J. Eq. 646, 60 
A. 187, 110 Am. St. Rep. 506, 3 Ann. Cas. 804; Cape May Yacht 
Club v. Cape May Yacht, etc., Club, 81 N. J. Eq. 454, 86 A. 972; 
Evening Journal Assn. v. Jersey Publishing Co., 96 N. J. Eq. 54, 
124 A. 767 [14 T.-M. Rep. 439]; Safety Storage Co. v. Lupenski, 
100 N. J. Eq. 385, 1386 A. 208 [17 T.-M. Rep. 120] Smyth Sales 
Corp. v. Kaveny, 109 N. J. Eq. 138, 156 A. 322 [21 T.-M. Rep. 
635]. 

“It is not necessary that one using a trade-name which inter- 
feres with another’s prior right, should have adopted such name 
with intent to deceive the public or to injure that other. The 
consequences of complainant’s act and not the motive for it, deter- 
mines whether this court should interfere to protect defendant in 
the custom, patronage and standing with the trade which he has 
built up by the use of his trade-name. Wirtz v. Eagle Bottling 
Co., 50 N. J. Eq. 164, 24 A. 658; Van Horn v. Coogan, supra; 
International Silver Co. v. Wm. H. Rogers’ Corp., 67 N. J. Eq. 
646, 60 A. 187, 110 Am. St. Rep. 506, 3 Ann. Cas. 804; O’Grady 
v. McDonald, 72 N. J. Eq. 805, 66 A. 175; Rubber, etc., Co. v. 
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Rubber-Bound Brush Co., 81 N. J. Eq. 419, 88 A. 210, Ann. Cas. 
1915B, 365, affirmed 81 N. J. Eq. 519, 88 A. 210 Ann. Cas. 1915B, 
865; Cape May Yacht Club v. Cape May Yacht, etc., Club, supra; 
Hilton v. Hilton, 89 N. J. Eq. 149, 102 A. 16; Hilton v. Hilton, 
90 N. J. Eq. 564, 107 A. 263 [9 T.-M. Rep. 273]; Evening Journal 
Assn. v. Jersey Publishing Co., supra; Smyth Sales Corp. v. 
Kaveny, supra. 

“Because it appears to me that the name which complainant is 
using is so similar to defendant’s trade-name as to create a false 
impression in the mind of the ordinary man exercising the caution 
usually exercised in such cases and because it appears that persons 
have been deceived by the similarity in names, I conclude that the 
defendant’s use of his trade-name prior, in point of time, to the 
use by complainant of his trade-name, should be protected by this 
court. Not only should complainant be restrained from using his 
trade-name in connection with his Newark store, but also in con- 
nection with his Hoboken store, because complainant has testified 
that during the time he had no Newark store and operated from 
his Hoboken store alone, he built up a Newark trade, supplying 
his customers from his Hoboken store. The complainant should 
not be permitted to operate his Hoboken store under a trade-name 
which may deceive the public into believing they are dealing with 
defendant and solicit and obtain orders from the Newark trade 
which may be filled from his Hoboken store. Blue Goose Auto 
Service v. Blue Goose Super Service Station, 110 N. J. Eq. 547- 
552, 160 A. 316” [22 T.-M. Rep. 292]. 


Per Curtam: The decree appealed from will be affirmed for 
the reasons stated in the opinion of Vice-Chancellor Fielder in the 
court of chancery. 


For affirmance: The Cuier Justice, Justices Trencuarp, 
Parker, Luioyp, Casz, Bopinz, Donces, Hener, and Perskir, and 
Judges Van Buskirk, Kays, Hatrrietp, Dear, WELLs, and Dit. 


For reversal: None. 
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Davin Fetpman, doing business as FetpmMan & Sons v. Amos aND 
Anpy, a firm consisting of Cuartes J. Correti and 
FreEeMAN F. GospENn 


United States Court of Customs and Patent Appeals 
Opposition No. 10,876 


February 12, 1934 


Trave-Marxs—REeEGistRatIon—NameE or Finm—“Amos ’n’ Anpy” ror Worx- 
SHIRTS. 

In an opposition brought by appellee, a firm doing business under 
the name of Amos and Andy, against the registration of the words 
“Amos ’n’ Andy” as a trade-mark for workshirts, held that, in as much 
as the said name was essentially that of a firm, it came under the 
prohibition of Section 5 of the Trade-Mark Act, particularly as the 
said name was in use before appellant began business. 

Trape-Marxs—Opposition—Name or INDIVIDUAL. 

In an opposition brought against the registration of the words 
“Amos ’n’ Andy” as a trade-mark, held that it was immaterial whether 
the opposer had engaged in selling merchandise, since the opposition 
was based on the portion of Section 5 of the Trade-Mark Act which 
takes from the realm of possible trade-mark registrations the name 
of an individual, firm, corporation, or association, except under certain 
conditions, not found in the present case. 


On appeal from a decision of the Commissioner of Patents, 
maintaining a trade-mark opposition. Affirmed. For the Com- 
missioner’s decision, see 22 T.-M. Rep. 81. 


Erwin I. Feldman, Baltimore, Md., for appellant. 

Cromwell, Greist §& Warden, and Comfort S. Butler, all of 
Chicago, Ill., and Earl D. Crammond, of Washington, D. C., 
for appellee. 


Buianp, J.: Appellant has here appealed from the decision of 
the Commissioner of Patents, affirming the decision of the Exam- 
iner of Trade-Mark Interferences, denying to appellant the right 
to register the trade-mark “Amos ’n’ Andy” for work shirts, which 
mark had been used by appellant on such merchandise since Janu- 
ary 1, 1930. 

Appellees opposed the registration of said alleged trade-mark, 
and state in their notice of opposition that Charles J. Correll and 
Freeman F. Gosden are members of the firm of Amos and Andy 
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and that said Correll and Gosden are doing business.as a firm under 
said firm name. The notice of opposition alleges that appellees 
believe they would be damaged by such registration and for ground 
of opposition rely upon the following pertinent provisions of Sec- 
tions 5 and 6 of the Trade-Mark Act of February 20, 1905, as 
amended : 


Sec. 5. . . . . That no mark which consists merely in the name of an 
individual, firm, corporation or association not written, printed, impressed, 
or woven in some particular or distinctive manner, or in association with 


the portrait of the individual . . . . shall be registered under the terms 
of tile act: . . «:« 
Sec. 6. . .. . Any person who believes he would be damaged by the 


registration of a mark may oppose the same by filing notice of opposition, 
stating the grounds therefor, in the Patent Office... . 

The notice of opposition recites that the opposers are dramatic 
artists and were, on the date of the filing of the notice of opposi- 
tion and prior thereto, engaged in the business of composing and 
phonetically recording, and producing and presenting in person 
and by radio broadcast, dialogues or performances for the purpose 
of entertainment; that said business had been carried on as a 
co-partnership under the firm name of Amos and Andy. Other 
allegations were made which are not necessary to repeat here. 

The applicant, in the usual form, answered the notice of oppo- 
sition, and this required appellees to submit proofs. 

The appellees submitted evidence in the form of stipulated 
statements. The appellant produced no evidence. The said stipu- 
lated statement consists of the statements of said Correll and 
Gosden and also the statements of their business or booking agent, 
Alexander S. Robb, as well as the statements of William A. 
McGowan, an officer of an engraving company in Chicago, and 
William T. Meyers, manager of the record department of the 
Chicago Talking Machine Company. 

The stipulated testimony is too long for exact reproduction 
here, but shows the following pertinent facts: That Correll and 
Gosden were actors or dramatic artists and authors or composers 
of skits, dialogues and dramatic compositions which they deliver 
and perform under the names of Amos and Andy; that they are 
doing business as a partnership under the style and name of Amos 






DAVID FELDMAN V. AMOS AND ANDY a1 


and Andy; that their principal activity during the eighteen months 
preceding the filing of the notice of opposition had been the com- 
posing and the broadcasting of the Amos and Andy episodes or 
dialogue performances; that they had also composed and phoneti- 
cally recorded various dialogue performances, which records bear 
the firm name, Amos and Andy; that they had also, for several 
years, been associated as partners in the business of composing, 
producing and performing skits, dialogues and other performances 
for entertainment under the name of Amos and Andy; that in 1928 
they adopted the name, Amos and Andy, as the name of their 
partnership; that their partnership agreement was an oral one 
and each partner contributed one-half of the funds required for 
the expense of carrying on the business; that they had first con- 
ducted their business from their residence in a hotel in Chicago; 
that in February, 1929, they had cards and stationery printed 
showing their firm name, Amos and Andy; that in September, 1929, 
they established offices in the Palmolive Building in Chicago, and 
purchased the necessary furniture and equipment, had their firm 
name, Amos and Andy, lettered on the door, and since that time 
have conducted their partnership business from that place under 
that name; that under said partnership agreement they had shared 
equally the profits which resulted from the business; that during 
the conduct of said business they had received a great amount of 
correspondence in the name of Amos and Andy and had answered 
the same under that name; that their personal representative, 
Alexander S. Robb, handled their bookings and appearances in 
theatres, and in so doing used the name Amos and Andy as the 
firm name. 

Various exhibits, showing the use of the said firm name on 
cards, stationery, door lettering, talking machine records and adver- 
tisements, were submitted with the notice of opposition. Said 
stipulated facts show ownership in opposers of United States 
Design Patent No. 82,440, granted to Louis Marx for a design 
patent on a toy named “Amos ‘n’ Andy Fresh Air Taxicab.” The 
stipulated testimony of said Robb, McGowan and Meyers is cor- 
roborative of many of the above facts and need not be repeated 
here. 
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Appellant states his grounds of appeal in the following lan- 
guage: 

The appellant’s grounds of appeal can be succinctly stated as falling 
under the following general headings: (1) That the trade-mark of the 
appellant is distinctly written and falls within the proviso of Section 5 
of the Trade-Mark Act of 1905, as amended. (2) That the fanciful name 
adopted by the appellees is not a firm name within the meaning of Sec- 
tion 5 of the Trade-Mark Act of 1905, as amended. (3) That the use of 
the mark “Amos and Andy” by the appellees and others has only been 
on articles not of the same description as those sold by appellant. 

It is appellant’s first contention that his mark “Amos ’n’ Andy”’ 
is printed in a distinctive manner and is therefore not barred from 
registration by the provisions of the disputed section. He argues 
that by reason of the elision ’n’ between the words “Amos” and 
“Andy,” which is a substitution for the word “and,” it presents a 
different appearance and sound from the term “Amos and Andy,” 
and is to be regarded as printing the term in a distinctive manner 
within the meaning of the statute. 

It is further contended by appellant that “Amos ’n’ Andy” or 
“Amos and Andy” is not the name of a firm within the meaning of 
the act, and that all of appellees’ exhibits and statements show that 
“Amos and Andy” or “Amos ’n’ Andy” are not the names of a 
firm, but constitute merely an advertisement of dramatic perform- 
ances, and that the design patent in evidence shows conclusively 
that the term “Amos ’n’ Andy” is not used as the name of a firm, 
but that it there, as elsewhere, assumes the nature of a trade-mark. 
It is pointed out, however, that the term is not a trade-mark term 
for the purposes of this case, since it is conceded that the opposers 
have never used the term in connection with the sale of any mer- 
chandise. 

Appellant then proceeds to discuss the fact that the business 
in which the term “Amos and Andy” has been used is not the same 


or a similar business as that in which appellant is engaged, and 


that the articles in connection with which the term is used are not 
of the same description. 

The Commissioner of Patents, in affirming the decision of the 
Examiner of Trade-Mark Interferences, held that the stipulated 
facts fully established that the opposers are a firm doing business, 
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of the character recited in the stipulation, under the partnership 
name of Amos and Andy; that the applicant’s contention that his 
notation is not identical with the firm name is without merit, and 
points out that some of the opposers’ exhibits show the use of the 
elision ’n’ instead of the word “‘and’’; that it was immaterial whether 
the opposers had engaged in selling merchandise, since the opposi- 
tion is based on the quoted portion of Section 5, which takes from 
the realm of possible trade-mark registration the name of an indi- 
vidual, firm, corporation or association except under conditions 
not existing in the record. The Commissioner held that the name 
of an individual or a firm was his or its own property and that 
such individual or firm had the right to the use or enjoyment of 
the same like any other species of property, and cites decisions 
which are hereinafter discussed. 

We agree with the decision of the Commissioner of Patents 
that this record shows that appellant seeks to register the name 
of the opposers’ firm under which it had been doing business and 
was doing business before appellant’s use of the term as a trade- 
mark on merchandise, and that Section 5 specifically prohibits the 
registration of such name under such circumstances. 

The following definition of “firm” is found in Bouvier’s Law 
Dictionary: 

The name or title under which the members of a partnership transact 
business. 

In The Asbestone Co. v. The Philip Carey Mfg. Co., 41 App. 
D. C. 507 [4 T.-M. Rep. 161], the appellee sought to register the 
term ‘“‘Asbestone” as a trade-mark for hard asbestos boards. The 
Commissioner of Patents had held, by reason of appellant’s failure 
to establish damage, that the mark was registrable. In reversing 
the decision of the Commissioner, the Court of Appeals of the Dis- 
trict of Columbia held that the appellee was attempting to register 
the name of a corporation in existence at the time it adopted and 
began use of the mark, and, relying upon Brown Chemical Co. v. 
Meyer, 189 U. S. 540, and other cited authorities, held that the 
same rule applied to a corporation as applied to an individual, and 
quoted from the above cited case as follows: 
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A man’s name is his own property, and he has the same right to its 
use and enjoyment as he has to that of any other species of property. 

From the case of Investor Pub. Co. v. Dobinson, 72 Fed. 603, 
the court quoted as follows: 


That the name of a corporation is an essential part of its being, and 
that the courts, independent of statutory provision, will protect the cor- 
poration in the use of its name, seems to be well settled by the authorities, 
and the controlling principles in such a case are those applicable to 
trade-marks. 

The court held, in the Asbestone Co. case, supra, that no proof 
of actual damage would be required, and that it was not necessary 
that the corporation show that it was engaged actively in the busi- 
ness for which it was alleged it was incorporated, and that damage 
would be inferred from the invasion of a property right. 

If the citation of any authority supporting the Commissioner's 
decision in the case at bar were necessary, we think the decision 
in the Asbestone Co. case, supra, would fully meet the requirement. 
There are, however, other cases to the same effect. In American 
Steel Foundries v. Robertson, 269 U. S. 872 [18 T.-M. Rep. 289], 
it was held that whether a name of a corporation be regarded as 
a trade-mark, trade-name or both, the law affords protection against 
its appropriation on the same fundamental principles. The ques- 
tion there was whether the above quoted Section 5 of the Trade- 
Mark Act prevented registration of the name “Simplex” which 
was a salient feature of the name Simplex Electric Heating Com- 
pany. The court there laid down the rule that if the whole name 
of a corporation was appropriated as a trade-mark, the statute 
completely barred its registration, but that if only a portion of 
its name was taken, it then became a question as to whether or 
not it would confuse or deceive the public to the injury of the 
defendant or of any other corporation. After holding that the law 
of trade-marks was but a part of the broader law of unfair com- 
petition, the court said: 


The general doctrine is that equity not only will enjoin the appropria- 
tion and use of a trade-mark or trade-name where it is completely iden- 
tical with the name of the corporation, but will enjoin such appropriation 
and use where the resemblance is so close as to be likely to produce 
confusion as to such identity, to the injury of the corporation to which 
the name belongs. 
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The opposing firm in the instant case is not a corporation but 
is a firm within the meaning of said Section 5. 

In Tinker v. Patterson Dental Supply Co., 53 App. D. C. 87, 
287 Fed. 1014 [13 T.-M. Rep. 140], the Court of Appeals of the 
District of Columbia held that the word “Tinker” as a trade-mark 
for gold and platinum alloy metal was not registrable because it 
was the name of an individual, Doctor Tinker, who was the original 
producer of what is known as “Tinker Gold.” 

In Duro Pump § Mfg. Co. v. California Cedar Products Co., 
56 App. D. C. 156, 11 F. (2d) 205 [16 T.-M. Rep. 87], the Court 
of Appeals of the District of Columbia held that the term “Duro,” 
part of the name of the Duro Pump & Mfg. Co., could not be 
registered as a trade-mark by another for use on wall board, 
although the business of the Duro Pump & Mfg. Co. was in con- 
nection with pneumatic pressure systems. 

In In re Nisley Shoe Co., 19 C. C. P. A. (Patents) 1211, 58 F. 
(2d) 426 [22 T.-M. Rep. 265], this court affirmed the action of the 
Commissioner of Patents in refusing registration of the name “Nis- 
ley’s” for shoes and hosiery on the ground that it was the surname 
of an individual and, therefore, barred for registration under 
Section 5 of the Trade-Mark Act, supra. See also Jenny Wren 
Co. v. Lange Canning Co., 156 Ms. Dec. 246 [20 T.-M. Rep. 483]. 

For the reasons hereinbefore stated, and upon the authorities 
cited, the decision of the Commissioner of Patents is affirmed. 


AKTIENGESELLSCHAFT FUR FEINMECHANIK, VORMALS JETTER & 
Scueerer v. Kny-ScHEERER CORPORATION 


United States Court of Customs and Patent Appeals 


Opposition No. 11,704 
February 26, 1934 


Trape-Marxs—Opposit1on—ApreaAL—Vatipity oF Opposer’s REGISTRATION. 

It is well established that, in opposition proceeding, the court will 

not consider the validity of an opposer’s prior registration pleaded in 
its notice of opposition. 





76 TWENTY-FOUR TRADE-MARK REPORTER 


Trape-Marxs—Opposirion—AGENT’s TITLE. 

Notwithstanding the showing that appellee, as American agents 
for appellants goods, had registered in its name certain of 
the latter’s trade-marks and on such ownership based its motion to 
dismiss appellant’s opposition, held that a certain other registration by 
appellant comprising a mark similar to the one applied for was a 
sufficient basis for the opposition. The Commissioner’s decision dis- 
missing the opposition was accordingly reversed. 

Trave-Marxs—Opposirion—Unover Trapinc Wirn THE Enemy Act. 

Where appellee’s allegation that certain trade-marks of appellant 
were seized by the Alien Property Custodian was not supported by 
evidence brought out in the opposition proceedings, held that no con- 
sideration should be given them. 


Appeal from a decision of the Commissioner of Patents in an 
opposition proceeding, affirming a decision of the Examiner of 
Interferences dismissing notice of opposition. Reversed. For the 
Commissioner’s decision see 22 T.-M. Rep. 227. 


Kimer Steward and Thomas L. Mead, Jr., both of Washington, 
D. C., for appellant. 
Clarence G. Campbell, of New York City, for appellee. 


Lenroot, J.: This is an appeal in a trade-mark opposition 


proceeding from a decision of the Commissioner of Patents, which 
affirmed a decision of the Examiner of Interferences, dismissing 
the notice of opposition of appellant and adjudging that appellee 
was entitled to the registration of the mark described in its appli- 
cation. 

The mark applied for by appellee comprises the pictorial repre- 
sentation of a staff and a crown above it, with a serpent coiled in 
the form of the letter “S” about the staff, the mark being used upon 
surgical and medical instruments. 

Appellee claims ownership of the mark, used upon said class 
of goods, and its application sets up original registration of said 
mark by one of its predecessors on April 15, 1890, being No. 17,761, 
and alleges that said mark has been continuously used by appellee 
and its predecessors since December 1, 1889; appellee in said appli- 
cation also sets forth that it is the “owner of registration No. 61,298, 
The Kny-Scheerer Company, Registered March 12, 1907.” 

Appellant’s notice of opposition reads as follows: 
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In the matter of an application for the registration of the trade-mark 
for diverse surgical, chirurgical and medical instruments, Serial No. 
315,461 filed June 5, 1931, by the Kny-Scheerer Corporation, of New York, 
N. Y., which was published on page 41, volume 409, No. 1, of the Official 
Gazette of August 4, 1931, the Aktiengesellschaft fur Feinmechanik vormals 
Jetter & Scheerer, a German corporation, residing and having its principal 
place of business in Tuttlingen, South Germany, in the German Republic, 
believes it would be damaged by such registration and it hereby gives 
notice of its intention to oppose the registration of said trade-mark. 

The grounds of opposition are as follows: 

1. That the predecessor of the opposer was the firm of Jetter & Scheerer 
of Tuttlingen in the Kingdom of Wurtemberg (now South Germany), and 
Empire of Germany and caused its trade-mark to be duly registered in 
the United States Patent Office as No. 17,761, on April 15, 1890, by virtue 
of the use of said mark since the first day of December, 1889; 

2. And that thereafter on or about 1895 the opposer, the Aktiengesell- 
schaft fur Feinmechanik vormals Jetter & Scheerer, succeeded the firm of 
Jetter & Scheerer and became the owner of all rights to use the said 
registered trade-mark in business, and on the 12th day of December, 1903, 
the said trade-mark was duly assigned to opposer and said assignment 
was duly recorded in the United States Patent Office on the 4th day of 
January, 1904; 

3. That from a date prior to 1895, opposer’s predecessor, the firm of 
Jetter & Scheerer, manufactured and sold certain surgical, chirurgical and 
medical instruments under their trade-mark as represented by the United 
States registration No. 17,761, both in Germany, and in export trade to 
other countries and in particular to the United States of America; 

4. That since the establishment of the opposer’s company, Aktiengesell- 
schaft fur Feinmechanik vormals Jetter & Scheerer, instruments of this 
same description have been by the opposer continuously manufactured 
under this trade-mark and sold both in Germany and by export to foreign 
countries, including the United States of America; 

5. That for the purpose of importing into the United States these goods 
under this and other trade-marks the Kny-Scheerer Company, of New 
York, N. Y., was established and was made the exclusive agent of opposer’s 
predecessor and later of the opposer company for the importation, sale 
and distribution of said goods within the United States; 

6. That thereafter, to facilitate The Kny-Scheerer Company in its 
business solely as agent for opposer, and for the agreed-upon use of the 
mark exclusively on merchandise obtained from opposer only and for 
such period as said agency should exist, but not for any period subsequent 
to the expiration of such agency, an assignment was executed purporting 
to convey from the opposer company to The Kny-Scheerer Company the 
bare legal whole right, title and interest in and to the said trade-mark 
registered No. 17,761 of April 15, 1890, without, however, conveying the 
good-will and business in which this mark was then used by opposer; 

7. That in furtherance of opposer’s business and the existing agency 
of The Kny-Scheerer Company a variation of registered trade-mark 
No. 17,761 was registered March 12, 1907, No. 61,298 and a further varia- 
tion was registered September 24, 1908, No. 65,359 both to The Kny- 
Scheerer Company as agent for opposer and thereafter both registrations 
were duly renewed by the successor of The Kny-Scheerer Company still 
as agent of opposer’s company ; 
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8. That opposer is the owner of the similar trade-mark registered 
July 8, 1930, No. 272,668 for related articles of manufacture and sale; 

9. That the trade-marks registered No. 17,761, No. 65,359 and No. 
272,668 have been used exclusively on goods manufactured by opposer 
and imported, sold and distributed within the United States of America 
by opposer’s agents; 

10. That the articles upon which the said trade-marks are applied are 
hand instruments affording very little space for marketing or display of 
the trade-marks and therefore the marks when placed on the instruments 
are necessarily greatly reduced in size to the extent that slight variations 
in marks are not readily discernible to the ordinary observer thus mate- 
rially increasing the probability of confusion as to trade-marks; 

11. That opposer has prepared and distributed at frequent intervals 
catalogues of these goods as manufactured under the said trade-marks 
and that from the time of the establishment of the original firm of Jetter 
& Scheerer the marks have been recognized as representing goods manu- 
factured by them and by opposer as their successor and that the marks 
have established throughout the world a reputation for the goods of high 
quality manufactured by opposer; 

12. That The Kny-Scheerer Company of New York has been succeeded 
in business by the applicant, Kny-Scheerer Corporation of New York, and 
that the latter and its predecessor in title have up until approximately 
February 1, 1931, enjoyed the exclusive agency for the United States of 
America for the goods manufactured by opposer; 

13. That since the date last stated the agency of the applicant has 
been terminated and that the exclusive agency for the goods manufactured 
by opposer has been otherwise established ; 

14. That the trade-mark sought to be registered by applicant under 
application, Serial No. 315,461, is applied to identical goods manufactured 
by the opposer; 

15. That the trade-mark sought to be registered under the said applica- 
tion above identified is substantially identical and similar to those used 
on goods of opposer’s manufacture and is certain to be confusing to the 
trade, and misleading to the public and will work a hardship, injustice 
and damage to the opposer; 

16. Two specimens of the mark as used by the opposer are attached 
hereto, together with the required fee for opposition. 

17. Wherefore opposer prays that the application Serial No. 315,461 
of Kny-Scheerer Corporation for registration of the trade-mark published 
August 4, 1931, be denied. 


Thereafter appellee entered a motion to dismiss said opposition, 
which motion reads as follows: 


Now comes Kny Scheerer Corporation, the applicant in the above 
entitled case, through its counsel, and moves that the opposition herein 
be dismissed, and that the proceedings be suspended pending the deter- 
mination of this motion. 

This motion is based upon the following grounds: 

(1) Opposer herein in his grounds of opposition alleges that the title 
of the three controlling United States trade-marks Nos. 17,761 of April 
15, 1890, 61,298 of March 12, 1907, and 65,359 of September 24, 1908, are 
in applicant. Said allegations are found in paragraph 6 of the opposition 
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as to trade-mark No. 17,761 and in paragraph 7 as to trade-marks Nos. 
61,298 and 65,359. 

(2) Opposer alleges that trade-mark No. 272,668 of July 8, 1930, which 
is the trade-mark declared on and relied upon as the basis for this opposi- 
tion, is similar to the three said controlling trade-marks Nos. 17,761, 61,298 
and 65,359 and is for related articles of manufacture. This allegation is 
found in paragraph 8 of the opposition. 

(3) Opponent therefore declares upon this opposition in total disregard 
of and in defiance of the title records of the Patent Office, by which records 
the Examiner of Interferences of Trade-Marks is absolutely bound. 

(4) On the allegations of opponent referred to above and set forth 
in paragraphs 6, 7 and 8 of the opposition herein, opponent has failed to 
set forth a cause of action as opponent has admitted that the title of the 
three said controlling trade-marks Nos. 17,761, 61,298 and 65,359 are in 
applicant and that opponent’s registration No. 272,668 is similar to said 
three trade-marks and for similar goods. 

(5) Any question of agency or other question attempted to be raised 
by opponent in connection with the title of said three controlling trade- 
marks Nos. 17-761, 61,298 and 65,359 is an attack on the title of said three 
trade-marks Nos. 17,761, 61,298 and 65,359 and cannot be raised in this 
opposition proceeding. 

(6) Opponent by alleging the title of the three original and dominating 
trade-marks Nos. 17,761, 61,298 and 65,359 in applicant has thereby admitted 
applicant’s exclusive right to the trade-mark of the application herein 
and the opposition should for this additional reason be dismissed and the 
application allowed. 


Trade-mark registrations Nos. 17,761, 61,298 and 65,359, as 
granted by the Patent Office, appear in the record. Registration 
No. 61,298 has the notation “Renewed to The Kny-Scheerer Cor- 
poration of America, a corporation of New York,” and registration 
No. 65,359 bears the notation “Renewed The Kny-Scheerer Cor- 
poration of America, a Corporation of New York, assignee by 
mesne assignments.” Trade-mark registration No. 272,668, which 
appellant alleges it owns, does not appear in the record. 

The Examiner of Interferences granted the motion to dismiss 
upon the ground that appellant in its notice of opposition admitted 
that the record title to the trade-mark involved was in appellee, 
and that therefore the Patent Office tribunals were without juris- 
diction to pass upon the issues raised in said notice, but that such 
jurisdiction was vested exclusively in the federal courts under the 
provisions of Section 17 of the Trade-Mark Act of February 20, 
1905. 

Said Section 17 reads as follows: 
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Sec. 17. That the district and territorial courts of the United States 
and the Supreme Court of the District of Columbia shall have original 
jurisdiction, and the circuit courts of appeal of the United States and the 
Court of Appeals of the District of Columbia shall have appellate juris- 
diction of all suits at law or in equity respecting trade-marks registered 
in accordance with the provisions of this act, arising under the present 
act, without regard to the amount in controversy. 


The Examiner of Interferences accordingly dismissed the notice 
of opposition and adjudged that appellee was entitled to registration 
of the mark applied for. Upon appeal by appellant to the Com- 
missioner of Patents, as hereinbefore noted, the said decision of 
the Examiner of Interferences was affirmed. 

In his decision the Commissioner stated: 


.... The opposer claims ownership of the same mark used upon the 
same class of goods and sets up its ownership of trade-mark registration 
No. 272,668 issued July 8, 1930, for a quite similar mark used upon pocket- 
knives, knives, forks, and spoons of base metals for the table, kitchen 
knives, hunting knives, leather-cutting knives, razors, scissors, shears, 
metallic knife sharpeners, pinchers, tweezers, wrenches, monkey wrenches, 
screw drivers, cigar cutters, corkscrews, metallic coasters and axes. 

The motion to dismiss was granted substantially upon the ground that 
the matters presented by the opposition for adjudication were without 
the jurisdiction of the Patent Office and constituted matters more properly 
reviewable and determinable by a court of equity. 


As hereinbefore stated, said registration No. 272,668 does not 
appear in the record, and the only information before us as to the 
goods covered by such registration is the foregoing quoted state- 
ment of the Commissioner. 

The Commissioner further recited certain facts, preceded by the 
following: 


The record as presented in the opposition and the briefs discloses. . . 
{Italics ours.] 


The Commissioner concludes such recital with the following 
statement: 


The applicant sets up, and the opposer does not deny, that the three 
trade-marks and all rights thereunder and business connected therewith 
were duly seized by the Alien Property Custodian under the Trading with 
the Enemy Act approved October 6, 1917, and that subsequently title to 
these marks and the business connected with them was again obtained by 
the applicant here. 

Upon the foregoing state of facts, which are virtually agreed upon by 
both parties, it is deemed to be clear enough this office is without jurisdic- 
tion to determine whether the opposer has any rights in those trade-marks 





JETTER .& SCHEERER V. KNY-SCHEERER CORP. 81 


as registered and renewed. The record title is now in the applicant com- 
pany. Whether the opposer has any equity in the ownership of or equitable 
title to these marks could not be established by the instant procedure, but 
presumably only by a proceeding in equity. It would in consequence not 
be of utility for the opposer to take testimony to establish the allegations 
set forth in its opposition. It would appear further to be necessary for 
the opposer to establish title in this registered mark or marks in order 
to establish legal damage by the registration now applied for by the ap- 
plicant. It is held this office is without jurisdiction to determine the issue 
raised by the notice of opposition. 

We can find nowhere in the record any statement by the ap- 
plicant respecting seizure by the Alien Property Custodian of the 
marks referred to, or their disposition by him. Appellant’s counsel 
in his brief states that the transfer of said marks by the Alien 
Property Custodian was made “subject to such rights, if any, as 
Kny-Scheerer Corporation held.” If this be a fact, it may or may 
not be material to the issues raised by the opposition, but obviously, 
upon the record before us, we may not consider any matters with 
relation to the connection of the Alien Property Custodian. 

The motion to dismiss was based upon the theory that the 
notice of opposition failed to state any grounds upon which appel- 
lee’s application should be denied, and the decision of the Com- 
missioner of Patents should have been based wholly upon the alle- 
gations of the notice of opposition, as was the decision of the 
Examiner of Interferences. 

Following the language of the Commissioner last above quoted, 
he further stated: 


The decision of the Examiner of Interferences dismissing the opposition 
and adjudging the applicant entitled to the registration for which it has 
applied is affirmed. 

The Examiner of Interferences makes no reference to registra- 
tion No. 272,668, which appellant, in its notice of opposition, al- 
leges is owned by it, and which, it states, was issued July 8, 1930, 
and the only reference thereto by the Commissioner in his decision 
is the statement that appellant sets up in its notice of opposition 
ownership of said mark, and the Commissioner, as hereinbefore 
quoted, stated in detail the character of goods for which such regis- 
tration was issued. 

It would seem from such recital that the goods covered by said 
registration No. 272,668 may be of the same descriptive properties 
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as the goods set forth in appellee’s application, and if they are, 
it would seem that such registration would bar appellee’s applica- 
tion, unless said registration No. 272,668 has been cancelled in a 
proper proceeding or has been abandoned. At any rate, appellant 
in its notice of opposition alleges ownership of said registration, 
and further alleges that said mark is for “related articles of manu- 
facture and sale.’’ Appellee’s motion to dismiss the notice of op- 
position states that said mark No. 272,668 is the mark “declared 
on and relied upon as the basis for this opposition.”” We think the 
notice of opposition supports this statement. 

It is well established that in an opposition proceeding the court 
will not consider the validity of opposer’s prior registration pleaded 
in its notice of opposition. Sharp §& Dohme v. Parke, Davis & Co., 
17 C. C. P. A. (Patents) 842, 37 F. (2d) 960 [20 T.-M. Rep. 79]; 
Celanese Corporation of America v. Vanity Fair Silk Mills, 18 C. C. 
P. A. (Patents) 958, 47 F. (2d) 373 [21 T.-M. Rep. 151]; Revere 
Sugar Refinery v. Joseph G. Salvato, 18 C. C. P. A. (Patents) 
1121, 48 F. (2d) 400 [21 T.-M. Rep. 192]. 

Appellant’s reasons of appeal are sufficiently specific to enable 
us to consider the question of error upon the part of the Commis- 
sioner in not holding that the motion to dismiss the notice of op- 
position should be denied in view of the allegation therein that ap- 
pellant is the owner of said registration No. 272,668. 


It is clear from all the foregoing that appellee’s motion to dis- 
miss should have been denied. 


In view of the state of the record, we do not feel called upon 
at this time to consider the proceedings had by the Alien Property 
Custodian, whatever they may have been, or whether appellant has 
any rights in the registrations issued or assigned to appellee which 
should bar appellee’s application. 

For the reasons hereinbefore stated, the decision of the Com- 
missioner of Patents is reversed and the proceeding is remanded 
for further action consistent with the views herein expressed. 
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DECcISIONS OF THE COMMISSIONER OF PATENTS 


Cancellation—Abandonment 


Spencer, F. A. C.: Held that The Snow King Baking Powder 
Company had established that Otis P. Crim who obtained registra- 
tion No. 157,484, of the term “Dairy-Maid,”’ as a trade-mark for 
baking powder, had abandoned the use of the mark and that regis- 
tration should be cancelled. 

The ground of the decision is that the evidence clearly showed 
an abandonment of the mark and the assignee, a competitor of the 
petitioner for cancellation, who had long afterward bought the 
registration, acquired nothing by the assignment thereof. 

With respect to the alleged insufficiency of the petition for can- 
cellation, the First Assistant Commissioner said: 


The opening paragraph of the petition for cancellation alleges injury 
in a broad averment that would be insufficient if unsupported by a state- 
ment of fact sufficiently full to demonstrate injury and remove the ques- 
tion from the realm of conjecture. . . . The second paragraph, however, 
alleges that the petitioner was notified by the respondent of trade-mark 
infringement of the mark here involved and that the petitioner was in- 
formed and believed that such mark was abandoned and not in use at the 
time of its adoption by the petitioner . .. . and it is concluded that the 
petition for cancellation is sufficient. This conclusion is fortified by the 
fact that damage or injury may be further implied from the remaining 
allegations set forth in the petition for cancellation. 


With respect to the objection to the introduction of a report 
made by R. G. Dun & Co. of a list of baking powder manufacturers 
and of certain correspondence between the petitioner and the 
respondent he said: 


.... it is concluded that both the list and the report should be given 
recognition by way of exception to the hearsay rule. This is by no means 
an innovation in connection with commercial lists and reports. (Citing 
Wigmore on Evidence, Section 1702). . . . The correspondence between 
the petitioner and the respondent, including the “shipping instructions” 
are clearly relevant, material and admissible. They tend to show the 
respondent’s purpose in acquiring the trade-mark now being attacked and 
they are germane to the questions of abandonment and also to that of 
damage. 


With reference to the abandonment of the mark, he discussed 
the testimony and noted that Crim testified that in 1924, a year and 
a half after the registration of the mark, he disposed of his baking 
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powder business and entered the employ of a dairy company; that 
he destroyed the books and labels and quit; and that, in a letter to 
the attorney for petitioner, he said that he burned his records since 
he did not expect to go back into business again. 

He then said: 


The respondent, let it be known, was at the time of the assignment a 
competitor of the petitioner and, it may be fairly implied, even though 
such observation is not essential to this decision, that the respondent pur- 
chased the mark solely for the purpose of preventing its use by the peti- 
tioner. If the respondent complains that the record does not show that 
such was the purpose in acquiring the mark, the answer is that the record 


may not show it in those identical words but it serves the purpose fully 
as well as though it did. 


With reference to the cross-examination of the president of 
the petitioning company who testified as a witness, he said: 


The entire cross-examination, with the exception of a few questions 
appearing on the top of page 36 of the record, is directed solely and ex- 
clusively to matters that are immaterial and irrelevant to the issues of 
the present controversy. The question involved was the adoption by peti- 
tioner of the trade-mark “Dairy-Maid,” yet the cross-examination is 
directed to such matters as compliance with Federal Trade Regulations, 
Department of Agriculture Regulations, the ingredients of the petitioner’s 
product, etc. Cross-examination of this type is an imposition upon the 
Patent Office. The manner in which the same attorney conducted other 
cross-examination refutes any suggestion of inadvertence or inexperience. 


Cancellation—Evidence 


Spencer, F. A. C.: Held that the Gilbert Paper Company 
had not established such a use of the mark “Columbian Bond,” as 
a trade-mark for bond paper as would have precluded the registra- 
tion of that mark for those goods by Michael Milton, of Menosha, 
Wis., under the Trade-Mark Act of 1920, and that the showing 
made was not sufficient to justify the cancellation of the registra- 
tion which had been obtained. 

In his decision the First Assistant Commissioner said: 


The burden of proof is on the petitioner. The Act of 1920 confers all 
of the attributes of registration conferred by the Act of 1905 except that 
registration is not prima facie evidence of ownership. However, the re- 
maining privileges or incidents of registration, bestowed by the 1920 Act, 


are of sufficient importance not to be lightly denied a registrant. (Citing 
decisions. ) 


*The Snow King Baking Powder Co. v. Otis P. Crim (Jaques Mfg. Co., 
Assignee, Substituted) Canc. No. 2480, 159 M. D. 172, January 29, 1934. 
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He then discussed the testimony and found that the petitioner 
for cancellation had established that at one time it used the mark 
but that there was no sufficient testimony to establish a further 
use until after the registrants’ established use. In discussing this 
matter the First Assistant Commissioner said: 


Thus we have testimony by the petitioner concerning adoption and use 
in 1893 following which the record is mainly silent until an isolated sale is 
reported in 1921. True it is that Gilbert stated the sales continued 
throughout the period, but his testimony in this respect is entirely unsup- 
ported by contemporary documentary evidence and, although this observa- 
tion is not essential to the decision, it is not corroborated by the testi- 
mony of others. The witness Sherman testified concerning the 1921 in- 
voice but she was not with the petitioner at such time nor does she state 
that the invoice was filled and the product properly trade-marked. 

The decisions hold that the term “bona fide” as applied to the term 
“use,” appearing in the 1920 Act, means “exclusive” use for the period 
of one year prior to the date of filing the application. In the case at bar, 
the crucial period is from March 20, 1925 to March 20, 1926 and the 
record is barren as to any use by the petitioner during this period... . 
The veracity of the witnesses is not questioned but it is concluded that the 
testimony is clearly too meager, desultory, and insufficient to discharge 
the burden placed on the petitioner. The petitioner has failed to prove its 
case even to the extent of meeting minimum requirements.’ 


Descriptive Terms—Ten-Year Use 


Spencer, F. A. C.: Held that applicant is entitled to register, 
under the ten-year clause of the Act of February 20, 1905, the 
notation ““Bromo-Quinine”’ as a trade-mark for medicinal tablets 
for relief of colds, etc. 

The ground of the decision is that the applicant had had the 
required ten years use and that the mark can function as a trade- 
mark, 


In his decision, after noting that “Bromo” and “Quinine” are 
recognized medical terms indicating that the product, as it does, 
contains both a bromide and quinine and that descriptive marks are 
registered under the ten-year clause and that the showing had been 
made that the applicant had the ten-year use and the mark has al- 
ways indicated to purchasers a source of origin or manufacture, the 
First Assistant Commissioner said: 


?Gilbert Paper Co. v. Michael Milton, Canc. No. 2491, 159 M. D. 158, 
January 24, 1934. 
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It is urged by the Examiner that the terms “Bromo” and “Quinine” 
being recognized medical terms cannot indicate origin or ownership but 
merely serve to specify or describe a certain product, McKesson & Rob- 
bins, Inc. v. Chas. H. Phillips Chem. Co., 10 Pat. Q. 214; 53 F. (2d) 342 
[22 T.-M. Rep. 1]. ... This mark may come under the prohibition estab- 
lished in such cases as McKesson & Robbins, Inc. v. Chas. H. Phillips 
Chem. Co., supra, and Max Levy & Co., Inc. v. Frank Kartz, 250 Il. 
App. 353 [19 T.-M. Rep. 366], but, if so, such fact is not disclosed by the 
record in this case nor does it fall within the scope of judicial knowledge 
or inquiry of this tribunal. 


Under the circumstances this tribunal is disposed to adopt the con- 
tentions of the applicant and accordingly hold the mark registrable.* 


Spencer, F. A. C.: Held that Damascus Steel Products Co., 
of Rockford, IIl., is not entitled to register, under the Trade-Mark 
Act of February 20, 1905, the term “Damascus,” as a trade-mark 
for knives, and other tools made of steel, on the ground that the 
mark is merely geographical or descriptive. 

In his decision, after noting that Damascus is the name of 
ten villages in this country as well as the name of an ancient city in 
Syria and that the dictionary defines it as indicating steel of 
superior quality, the First Assistant Commissioner said: 


The applicant is between the horns of a dilemma. If the term is em- 
ployed in its primary sense, it is geographical and hence barred. If 
reliance is placed upon its secondary meaning, it is clearly descriptive 
of the “quality of such goods” and similarly barred. 
The mark is descriptive of quality in every sense.‘ 


Goods of Same Descriptive Properties 


Spencer, F. A. C.: Held that applicant is entitled to register 
the term “Red Pepper” as a trade-mark for coal, notwithstanding 
the prior adoption and use by opposer of the same term as a trade- 
mark for gasoline. 

The ground of the decision is that the goods are not of the same 
descriptive properties and that therefore the contemporaneous use 


of this mark by the respective parties on the respective goods would 
not be likely to cause confusion. 


*Ex parte The Paris Medicine Co., Ser. No. 336,191, 159 M. D. 169, 
January 24, 1933. 


*Ex parte Damascus Steel Products Co., Ser. No. 312,552, 159 M. D. 
157, January 24, 1934. 
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In his decision, with reference to the argument that the opposer 
employed the words “Red Pepper” as a grade mark rather than a 
trade-mark, which argument was based on the ground that the 
opposer sold gasoline under the generic name “Pepper” and 
designated grades thereof by the color, the First Assistant Com- 
missioner said: 

In the present instance it is considered clear enough that the mark is 
used by the opposer in its trade-mark sense to indicate origin and is not 
employed for the purpose of designating a particular grade. Further- 


more, although it is not essential to this decision, it may be pointed out 
that the validity of the opposer’s mark is not material. 


With reference to the goods, he referred to various decisions, 
pointing out generically the basis for the various holdings and 
noted that there can be seen a tendency to enlarge the meaning of 
the term “use,” and said: 


The fact is that it is not desirable to lay down any hard and fast rule 
to apply in cases of this type. The considerations must vary not only 
in individual cases but also in accordance with changes in trade practices, 
advancement in methods of merchandising, increased manufacturing and 
the like. Each case has to be decided upon its own facts and a rule that 
restricts the investigation to certain facts tends to defeat the very end 
that is sought. 


He then referred to the case of Harlan-Wallis Coal Corp. v. 
Transcontinental Oil Co., 64 F. (2d) 122; 482 O. G. 514; 20 
C. C. P. A. (Patents) 944 [23 T.-M. Rep. 208], in which it was 
held that coal and fuel oil were goods of the same class, and said: 


To hold that the goods now in question, namely, gasoline and coal, are 
of the same descriptive properties necessitates the taking of a step beyond 
the Harlan-Wallis case. The question of whether or not the step should 
be taken has been weighed and reweighed and not without difficulty has 
it been concluded that it should not be taken. 

It is well known that coal and fuel oil are used for household heating. 
In this day and age, if a man builds a home, he debates at length as to 
whether he should employ a coal furnace or an oil heater. Merchants 
that cater to household heating needs supply both coal and oil. Salesmen 
of oil burners and coal furnaces are constantly competing with one 
another, thereby bringing coal and fuel oil into a competitive relationship. 


* * * 


Turning now to coal and gasoline, one is used primarily for household 
heating and the other as an automobile fuel. The competitive features 
that were present in the Harlan-Wallis case are entirely lacking in the 
case at bar. The goods are used for different purposes and rarely are 
they sold through the same channels. It is a matter of common knowledge 
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that gasoline is highly explosive and carries a high fire risk. Such con- 

siderations contradict its availability as a common fuel to be sold in 

competition with coal. Other factors, such as the difficulty of trans- 

porting it, as contrasted with coal, make it impractical for use as a fuel. 
* * * 


The opposer also urges for consideration the fact that gasoline and coal 
are in certain instances sold by the same dealers. This fact has been care- 
fully considered. There is a current practice on the part of all dealers to 
extend their interests by taking on additional lines. Drug stores, garages, 
and many other establishments have increased their lines tremendously. 
The small country store has put in a filling station, the farmer has put 
in a roadside stand, the coal dealer has added such products as seed, 
gasoline, and cement. In view of this growing tendency on the part of 
merchants, the fact that goods may be purchased from the same source is 
not as impressive on the question of similarity as it once was. In the case 


at bar, the goods in the great percentage of cases are sold from different 
sources.° 


Labels 


Spencer, F. A.C.: Held that applicant is not entitled to regis- 
ter a certain label for mailing envelopes. 

The ground of the decision is that, although the Examiner of 
trade-marks was in error in holding that applicant was seeking 
to register the article itself rather than a label for an article, the 
label was not registrable because it was not descriptive of the 
goods and because a proper statutory notice of copyright did not 
appear on the label as originally used. 

In his decision the First Assistant Commissioner noted that the 
purported label is stated to be for mailing envelopes and “consists 
of the representation of an aeroplane flying over a city skyline, 
appearing on the front face of the envelope; a red, white, and blue 
figuration, which is common to many air mail envelopes, surround- 
ing the edge; and a uniform pattern composed of a multitude of 
small aeroplanes covering the inside of the envelope” and noted that 
the rules of the Patent Office with reference to prints and labels 
defines a label as an artistic production “impressed or stamped 
directly upon the articles of manufacture” or upon a slip or piece 
of paper attached thereto or to a package containing them. 

He then said: 


* Ashland Refining Co. v. United Collieries, Inc., Opposition No. 12,013, 
159 M. D. 162, January 27, 1934, 
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The article of manufacture in the instant case is an envelope. The 
label for which registration is sought consists of certain indicia printed 
directly upon the envelope. It is believed that the label in this particular 
respect conforms to the requirement and that the Examiner errs in stating 
that the applicant is seeking to cover the article itself rather than the 
label separate and distinct from the article. 


With reference to the question whether the label is descriptive 
of the goods, he said: 


Thus it will be seen that the label consists primarily of representations 
of aeroplanes and it is the opinion of this tribunal that such representa- 
tions fail properly to describe the article of manufacture, namely, an en- 
velope. If the label were used upon, for example, toy aeroplanes, it would 
undoubtedly be descriptive and, if all other requirements were met, it 
would probably be registrable. However, when used upon envelopes, the 
label is not descriptive of the goods claimed. 


With reference to the copyright notice, he noted that the 
statute provides that if the letter C enclosed within a circle is em- 
ployed, it may be accompanied by the initials of the copyright 
proprietor, provided his name appears on some portion of the copy. 

He further said: 


In the original specimens only the initials appear; the name is entirely 
absent. Late in the prosecution of the application, the applicant sub- 
mitted new specimens and asked that they be substituted for those 
originally filed. On the new specimens the initials are blocked out and 
the full name of the applicant, namely, Gray Envelope Manufacturing 
Company, Inc., has been substituted. Since the Patent Office has no 
authority to register a label that does not bear a proper notice of copy- 
right, Mason Technical Corporation, 15 Pat. Q. 246, and inasmuch as 
the Patent Office is bound to consider the specimens submitted at the time 
of filing the application, registration must be refused on the further 
ground of improper notice. 


He then stated that since the two grounds were raised for the 
first time on the appeal a further brief on that question might be 
filed within fifteen days from the date of the decision.® 


Not a Trade-Mark 


Spencer, F. A. C.: Held that applicant is not entitled to regis- 
ter, under the Act of 1905, as a trade-mark for scythes, a mark 
described as a blue-colored coating applied to the blade of the 
scythe. 


*Ex parte The Gray Envelope Mfg. Co., Ser. No. 59,835, 159 M. D. 175, 
January 25, 1934. 
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In his decision the First Assistant Commissioner stated that the 
portion of the face of the scythe lying immediately adjacent to the 
cutting edge and the tip of the blade are free from paint. 

The ground of the decision is that the alleged mark would not 
function as a trade-mark, but would serve primarily the utilitarian 
function of protecting the metal. 

After noting the holding of the Examiner that the paint is 
deemed to possess merely the utilitarian function of covering all 
but the cutting edge of the scythe for the purpose of preventing 
rust and that such a mark does not indicate origin and ownership, 
the First Assistant Commissioner said: 


Solid or mass color does not constitute a valid trade-mark. (Citing 
decisions.) Furthermore, the retention of small exposed areas does not 
avoid the rule of the cases cited. Particularly is this true when, as here, 
in the ordinary use of the article, the exposed areas will be worn, thereby 
reducing such areas and increasing the mass of solid color. Elminating 
the paint from the cutting edge of the blade is not a fanciful or arbitrary 
matter but serves a utilitarian purpose in that it permits the prospective 
purchaser to inspect the cutting edge and likewise facilitates cutting and 
sharpening. Similarly, the exposed tip will wear in use. The failure to 
obliterate with color the small area adjacent to the tip does not escape 
the rule that solid color cannot be exclusively appropriated as a trade- 
mark unless it is applied in a distinctive design such as a star, circle, 


square, or the like. In the latter case the design does not serve primarily 
a utilitarian function.’ 


"Ex parte Emerson & Stevens Mfg. Co., Inc., Ser. No. 328,523, 159 
M. D. 152, December 22, 1933. 

















UNITED STATES TRADE-MARK ASSOCIATION 


ITS SERVICES TO MEMBERS 


The Association is a membership corporation, conducted with- 
out profit, and includes in its membership the leading trade-mark 
owners in the United States, besides a number in Canada and 
European countries. 

FULL MEMBERSHIP in the Association is limited to owners 
of trade-marks. Attorneys and others interested in trade-mark 
matters are eligible to ASSOCIATE MEMBERSHIP, which 
entitles them to the monthly Bulletin and information service. 

During fifty years of its existence, it has accumulated the most 
complete library and files of information on trade-mark matters 
to be found anywhere in the world. Its monthly Bulletin, sent 
to members, covers current legislation or litigation of interest 
throughout the world, Its readers always know where they stand 
on their trade-mark problems. 

We furnish reliable information to members or counsel on 
any question of trade-mark adoption, protection or use. We do 
not give legal advice, or discharge the duties of an attorney or 
counsel. 

We list and index trade-marks of members advising them of 
special conditions or changes in the law affecting their trade- 
marks in any country where registered. 

We receive regularly the official publications of all foreign 
countries, listing trade-mark registrations or applications. These 
are carefully read to detect marks that infringe those of our 
members. Prompt notice of such cases is given. Over thirty 
periodicals are examined each month for that purpose. 

We file, record and publish in the Bulletin trade-mark slogans, 
in use by members, thereby affording a record of the members’ 
use and claim. 

Ail searches in our own records are without cost to members. 
Searches in other records, official or unofficial, are furnished 
at cost. 

We have facilities for investigating any question of fact affect- 
ing a trade-mark, as whether a mark is in use and on what goods, 
when it was first used, whether infringing goods are on sale in 
any market, and by whom. These investigations are conducted 
for members at actual cost, usually nominal. 

We can furnish promptly copies of court opinions in cases of 
trade-marks or unfair competition, in typewritten form at the 
cost of typing. 

Our facilities for arbitrating disputes affecting trade-marks 
are discussed at length in the Bulletin of January, 1929. 

Proposed legislation on the subject of trade-marks receives 
the constant and careful attention of the Association. The 
organization has been of inestimable value to trade-mark owners 
in promoting proper legislation and opposing what is harmful. 
In foreign countries, as well as in the United States, the Asso- 
ciation has secured the enactment or amendment of laws in 
important instances. We should be glad to send on request an 
issue of the Bulletin detailing our work in this last particular. 











